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The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 1 7 March 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1^5 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £3 Claim(s) 1J5 is/are rejected. 

7) ^ Claim(s) 1^5 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) [><] The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 23 October 2003 is/are: a)D accepted or b)M objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) [3 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 7/23/2003 . 



4) Lj Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
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DETAILED ACTION 
Pro Se 

An examination of this application reveals that applicant is unfamiliar with patent 
prosecution procedure. While an inventor may prosecute the application, lack of skill in 
this field usually acts as a liability in affording the maximum protection for the invention 
disclosed. Applicant is advised to secure the services of a registered patent attorney or 
agent to prosecute the application, since the value of a patent is largely dependent upon 
skilled preparation and prosecution. The Office cannot aid in selecting an attorney or 
agent. 

A listing of registered patent attorneys and agents is available on the USPTO 
Internet web site http://www.uspto.gov in the Site Index under "Attorney and Agent 
Roster." Applicants may also obtain a list of registered patent attorneys and agents 
located in their area by writing to the Mail Stop OED, Director of the U. S. Patent and 
Trademark Office, PO Box 1450, Alexandria, VA 22313-1450 

Specification 

The disclosure is objected to because of the following informalities: The 
reference numbers in the drawings do not appear in the Specification. 

» 

Appropriate correction is required. 

The preliminary amendment filed 3/17/2004 is objected to because the newly 
added paragraphs are listed in the proper sequential order. The new paragraphs 
should be numbered starting with the number (0009). Please see MPEP 37 C.F.R. 
1.121. 
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Drawings 

The drawings are objected to because the replacement drawings submitted on 
10/23/2003 are not labeled properly as replacement sheets. See below on how to 
properly submit replacement drawings. Corrected drawing sheets in compliance with 37 
CFR 1.121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be 
removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several 
views of the drawings for consistency. Additional replacement sheets may be necessary 
to show the renumbering of the remaining figures. Each drawing sheet submitted after 
the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet"' or "New Sheet" pursuant to 37 CFR 1 .121(d). If the changes are 
not accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held 
in abeyance. 

The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: (I, II, III, IV, V). Corrected drawing sheets in compliance with 37 CFR 
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1 .121(d), or amendment to the specification to add the reference character(s) in the 
description in compliance with 37 CFR 1 .121(b) are required in reply to the Office action 
to avoid abandonment of the application. Any amended replacement drawing sheet 
should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. Each drawing sheet submitted after the filing 
date of an application must be labeled in the top margin as either "Replacement Sheet" 
or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in 

■ 

the next Office action. The objection to the drawings will, not be held in abeyance. 

Claim Objections 

The numbering of claims is not in accordance with 37 CFR 1 .126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 
Misn umbered claims 1-5 should be renumbered 6-10. 

Claims 1-5 are objected to because of the following informalities: It is the 
position of the Examiner that the Applicant intended to include only one independent 
claim, which is claim 1 (as numbered 3/17/2004). Claims 2-5 are regarded as 
dependent claims that depend from independent claim 1 . The Examiner notes that the 
dependency is not properly recited. The Examiner suggests to the Applicant to study 
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the claim structure and dependency of the cited references to learn the proper way to 
recite the claims. Appropriate correction is required. 

* 

Claim Rejections - 35 USC §112 

♦ 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-5 are rejected as failing to define the invention in the manner required 
by 35 U.S.C. 112, second paragraph. 

The claim(s) are narrative in form and replete with indefinite and functional or 
operational language. The structure which goes to make up the device must be clearly 
and positively specified. The structure must be organized and correlated in such a 
manner as to present a complete operative device. The claim(s) must be in one 
sentence form only. Note the format of the claims in the patent(s) cited. 

Claim 5 contains the trademark/trade name "Khan Orotracheal Suction System". 
Where a trademark or trade name is used in a claim as a limitation to identify or 
describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. 112, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since the trademark or trade 
name cannot be used properly to identify any particular material or product. A 

■ 

trademark or trade name is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify or describe the goods 
associated with the trademark or trade name. In the present case, the trademark/trade 
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name is used to identify/describe the system and, accordingly, the 
identification/description is indefinite. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, and 5 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Grane et al. (4,273,126). 

In regards to claim 1, Grane discloses an orotracheal suction system consisting 
of an orotracheal suction catheter (6), and extension tubing (10), and a reservoir (1), 
which can be used for suctioning of the oropharynx and trachea. The Examiner notes 
that attention will only be paid to the limitations of the first sentence of each claim 
because claims are supposed to be written in a one-sentence format The Examiner 
also notes that this first claim is extremely broad and that many suction systems will 
read on the limitations. 

In regards to claim 2, Grane discloses a device that includes all of the limitations 
as recited in claim 1 wherein the catheter is made of a synthetic polymer. The 
Examiner notes that this claim is also extremely broad since most if not all catheters are 
made of synthetic polymers. 
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In regards to claim 3, Grane discloses a device that includes all of the limitations 
as recited in claim 1 wherein the tubing is larger or smaller than 15 Fr and measures 3-5 
ft in length to allow slack to reach the patient's head. 

In regards to claim 5, Grane discloses a device that includes all of the limitations 
as recited in claim 1 wherein the system can be used with the reservoir (1). 

Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Weilbacher (4,465,483). 

In regards to claim 1, Weilbacher discloses an orotracheal system consisting of 
an orotracheal suction catheter (21), an extension tubing (20), and a reservoir (10), 
which can be used for suctioning of the oropharynx and trachea. 

In regards to claim 2, Weilbacher discloses a device that includes all of the 
limitations as recited in claim 1 wherein the catheter is made of a synthetic polymer. 

In regards to claim 3, Weilbacher discloses a device that includes all of the 
limitations as recited in claim 1 wherein the tubing is larger or smaller than 15 Fr and 
measures 3-5 ft in length to allow slack to reach the patient's head. 

In regards to claim 4, Weilbacher discloses a device that includes all of the 
limitations as recited in claim 1 wherein the reservoir is attached to wall suction with 
standard sump tubing (48) at one end and at the other end is attached to the extension 

■ 

tubing. 

In regards to claim 5, Weilbacher discloses a device that includes all of the 
limitations as recited in claim 1 wherein the system can be used with the reservoir (10). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Theodore J. Stigell whose telephone number is 571- 
272-8759. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nicholas Lucchesi can be reached on 571-272-4977. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 



you have questions oh access to the Private PAIR system, contact the Electronic 

■ 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 





* 



» 



